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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

I. Claims 1-5, 7 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hamilton et al (U.S. Patent No. 5,200,958 - "Hamilton"). 

1. Claim 1 

A computer-implemented method for diagnosing a malfunction in a printer 
system using a computer system comprising a processor, the method 
comprising the steps of: 

• communicating a description of one or more symptoms of the printer 
system malfunction to the processor; 

• Hamilton discloses in column 8, lines 3-15 discloses that a controller section 7 
monitors faults and provides the capabilities to enable an online diagnostic. The 
controller can identify faults that occur through communication with an electronic 
reprographic system (column 7, line 57). 

• correlating the one or more symptoms with known printer system 
malfunctions; 
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• Hamilton discloses in column 8, lines 18-22 that the diagnostics identify and 
evaluate faults that can occur within various parts of the system. 

• identifying a most appropriate malfunction that would produce the 
described symptoms; and 

• Hamilton discloses in column 9, lines 30-57 various steps taken in more 
accurately identifying the fault(s) that occurred. Lines 40-48 especially, tries to 
isolate which part of the system this fault is in. Also see column 10, lines 29-33. 

• reporting the most appropriate malfunction. 

• Also note that in column 8, lines 3-7 that the controller section monitors and 
"... determines which specific actions will be triggered by the specific faults . . . " 
This indicates that Hamilton's system has the ability to pinpoint faults (i.e. most 
appropriate). Column 8, lines 59-63 discloses the reporting of the fault(s) to the 
user. 

2. Claim 2 

The method of claim 1, where 

• the description of the one or more symptoms includes an error log 
recorded by the printer system. 

• Hamilton discloses in column 7, lines 65-68, that faults are recorded in a fault log. 

3. Claim 3 

The method of claim 2, where 



Application/Control Number: 09/918,688 Page 4 

Art Unit: 2622 

• the printer system includes a printer input device, and the error log 
includes input device errors. 

• Hamilton discloses in column 8, lines 18-22 that the diagnostic can identify faults 
within the "... image input image output , and image manipulation services." 

4. Claim 4 

The method of claim 3, where 

• the printer system includes a printer output device, and the error log 
includes output device errors. 

• Please see claim 3 above. 

5. Claim 5 

The method of claim 1, where 

• the description of one or more symptoms of the printer system malfunction 
is received from the printer system. 

• Hamilton discloses in column 8, lines 3-15 discloses that a controller section 7 
monitors faults and provides the capabilities to enable an online diagnostic. The 
controller can identify faults that occur through communication with an electronic 
reprographic system (column 7, line 57). The monitoring of the system means 
that the faults that occurred are received from the system. 



7. 



Claim 7 
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The method of claim 1, where 

• the step of communicating includes sending a query from the processor to 
the printer system and receiving descriptions of one or more symptoms of 
the printer system malfunction from the printer system. 

• Again, Hamilton discloses in column 8, lines 3-15 discloses that a controller 
section 7 monitors faults and provides the capabilities to enable an online 
diagnostic. 

8. Claim 8 

The method of claim 1, where 

• the step of reporting includes electronically transmitting a report. 

• Hamilton discloses in column 8, lines 22-28 that a software client provides the 
means for relaying information. 

II. Claims 13-14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Maekawa et al (U.S. Patent No. 5,386,271 - "Maekawa"). 

13. Claim 13 

A system for diagnosing a malfunction in a printer system, comprising: 

• a database correlating symptoms of printer system malfunctions with 
known printer system malfunctions; and 
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• Maekawa discloses in Fig. 25 a chart disclosing various conditions and measures 
to be taken to alleviate those conditions. 

• a processor configured to collect a description of one or more symptoms 
of a present printer system malfunction to compare the one or more 
symptoms of a present printer system malfunction to the database 
correlations, to identify a most appropriate malfunction that would produce 
the described symptoms, and to report the most appropriate malfunction. 

• Maekawa discloses in Fig. 16 the processing of a CPU in the "center" of the 
control system (column 2, lines 64-65). 

• Column 11, lines, 51-58 and column 12, lines 1-50 discloses the various 
processing that can occur. Column 12, lines 47-62, especially, discloses the 
cause of trouble (i.e. can read on description of symptoms), possibilities and 
measures to be taken are displayed (i.e. most appropriate malfunctions are 
reported to user). 

14. Claim 14 

The system of claim 13, where 

• the processor is directly or indirectly linked to the printer system. 

• As discussed in claim 13, the CPU is in the "center" which is linked to the system 
through a telephone network. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

III. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hamilton 

et al (U.S. Patent No. 5,200,958 - "Hamilton") and in view of the applicant's submitted 

prior art in the specification ("Background"). 

6. Claim 6 

The method of claim 1, where 

• the description of one or more symptoms of the printer system malfunction 
is received from the printer system operator. 

• Although the Hamilton reference discloses the diagnosing of errors using a 
program, it does not explicitly disclose the reporting of the symptoms from a user. 
However, the Background discloses in page 1, lines 14-16 that a user can be 
solicited for a description of printer malfunctions. 

• Both references are in the art of error reporting and diagnosis in a printing 
environment. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to have a user report printer malfunctions. The 
motivation would be to provide another means in which information regarding a 
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malfunction can be obtained. 



IV. Claims 9-12, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hamilton et al (U.S. Patent No. 5,200,958 - "Hamilton") and in view 
of Maekawa et al (U.S. Patent No. 5,386,271 - "Maekawa"). 

9. Claim 9 

The method of claim 8, where 

• the report is electronically transmitted via a communications connection 
with a printer service facility. 

• Although Hamilton disclose the reporting of errors to a user, it does not explicitly 
disclose that the report can be sent to a service facility. However, the secondary 
reference, Maekawa, discloses in Fig. 7 and column 7, lines 21-24 that trouble 
data (i.e. error report) maybe transferred to a center. This "center" can be read 
on a service facility. Please also note Figs. 1-3 and column 3, lines 43 - 60 for 
description of the "user" and "center" sides. 

• Both references are in the art of error reporting and diagnosis in a printing 
environment. This will serve as the motivation for the combination of these two 
references from hereon. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to report errors to a service 
facility. The motivation would be to enable technicians to see/diagnose problems 
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remotely. 

10. Claim 10 

The method of claim 9, where 

• the report includes a service procedure recommendation. 

• Hamilton does not disclose that a service procedure recommendation is included 
in a report. However, Maekawa, discloses in column 4, lines 35-38, that there is 
a PM counter that keeps track of part usage, and if the parts need replacement. . 
Please also note Figs 22 and 25 in which "measure to be taken" is provided with 
errors that have occurred. 

• One skilled in the art would understand that one can simply note information from 
this counter if a part replacement would be a likely solution to a malfunction. 

11. Claim 11 

The method of claim 10, where 

• the service procedure is a part replacement. 

• See claim 10 above. 

12. Claim 12 

The method of claim 1, where 

• the processor is accessible via an Internet connection. 



Application/Control Number: 09/918,688 Page 10 

Art Unit: 2622 

• Hamilton does not explicitly disclose that there is an internet connection in his 
system. However, from claim 9 above, Maekawa discloses the use of a 
telephone network as a means of communication. One of ordinary skill knows 
that the Internet is a well-known means of communication that could be accessed 
using a plurality of devices. 

19. Claim 19 

A computer-implemented method of enabling the user of a printer system to 
diagnose a malfunction of the printer system using a processor, the method 
comprising the steps of: 

• communicating a description of one or more symptoms of the malfunction 
to the processor; 

• comparing the described symptoms to a database correlating symptoms 
with known printer system malfunctions; 

• identifying the malfunction most likely to produce the described 
symptoms; and 

• reporting the most likely malfunction to the user. 

• This claim is essentially the same as claim 1 , with the exception of the second 
limitation which uses a database. As mentioned above, in the rejection to claim 
13, the Maekawa reference discloses the use of a database for comparing errors. 
Please see claim 1 for the motivation for the combination of the Hamilton and 
Maekawa references. 
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20. Claim 20 

The computer-implemented method of claim 19, where 

• the processor is directly or indirectly linked to the printer system, and the 
description of one or more symptoms of the malfunction is a printer 
system error log. 

• Hamilton discloses the monitoring of the printing system as discussed in claim 1 
above. In order to monitor, one knows that there has to be some connection (i.e. 
direct or indirect link). 

V. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maekawa et al (U.S. Patent No. 5,386,271 - "Maekawa") in view of Hamilton et al (U.S. 
Patent No. 5,200,958 - "Hamilton"). 

15. Claim 15 

The system of claim 14, where 

• the printer system is configured to record an error log, and where 
collection of the description of one or symptoms of a present printer 
system malfunction includes downloading the error log from the printer 
system. 
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• The Maekawa reference does not explicitly disclose the use of an error log. 
However, as mentioned above in claim 2, the Hamilton reference discloses the 
use of fault logs. The downloading can simply mean the transferring of the log 
from the printer system to a computer. The Maekawa reference can support this 
through the telephone network used for communication between the "user" and 
"center" sides. 

• Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have an error log transfer mechanism. The motivation 
would be to allow easy comparison of errors with items in a database. 

16. Claim 16 

The system of claim 15, where 

• comparing the one or more symptoms of a present printer system 
malfunction to the database correlations includes comparing the error log 
to the database correlations. 

• Please note the discussion of the second limitation of claim 13 above. Although 
it is not explicitly stated to compare the error log, it would make sense to one of 
ordinary skill in the art to do so since error logs provide detailed explanations of 
errors that have occurred. 

• The examiner would also like to note that the comparison of symptoms with 
known causes is widely used in many aspects (i.e. technicians compare 
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symptoms with known system problems, doctors compare symptoms with known 
diseases, etc.) 

VI. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Maekawa et al (U.S. Patent No. 5,386,271 - "Maekawa"). 

17. Claim 17 

The system of claim 13, where 

• reporting the most appropriate malfunction includes electronically 
transmitting a report. 

• Maekawa discloses in Fig. 22 and column 12, lines 57-62 that a report is 
displayed. One skilled in the art would know that such a report can be sent to a 
user if needed. The motivation would be to allow a user to see possible solutions 
to a error that has occurred. Also note the rejection to claim 8 above. 

18. Claim 18 

The system of claim 13, where 

• reporting the most appropriate malfunction includes a service procedure 
recommendation. 

• Maekawa, discloses in column 4, lines 35-38, that there is a PM counter that 
keeps track of part usage, and if the parts need replacement. One skilled in the 
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art would understand that one can simply note information from this counter if a 
part replacement would be a likely solution to a malfunction. Please also note 
Figs. 22 and 25 in which "measure to be taken" is provided with errors that have 
occurred. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yixing Qin whose telephone number is (571 )272-7381 . 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571 )272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



